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- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 
Information Disclosure Statement 

1 . The information disclosure statement (IDS) submitted on 05/06/2004 is in compliance 
with the provisions of 37 CFR 1.97. Accordingly, the information disclosure statement is being 
considered by the examiner. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 1,2,3,5,20 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. Patent 
Publication 2004/0120273 Al to Border et al. (hereinafter Border). 

Border teaches the method and system for delivering a stored message to a satellite radio 
receiver, the method and system comprising: means for receiving a request to retrieve the 
message (paragraph 53) via a wireless communication device such as a wireless telephone or 
PDA (paragraph 20); means for receiving the message (paragraph 52); means for encoding the 
message for satellite transmission (paragraph 66); and transmitting the message for delivery to 
the satellite radio receiver (paragraphs 20,21). 

4. Claims 1,4,6,8,9,1 5&20 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent No. 6,272,339 to Wiedeman. 



Application/Control Number: 10/840,055 Page 3 

Art Unit: 2645 

With respect to claims 1,4,6,15&20, Wiedeman teaches the method and system for 
delivering a stored message to a satellite radio receive, the method and system comprising: 
means for receiving a request to retrieve the message (Col 10 Lines 21-22) via a wireless pager, 
wherein receiving the request includes receiving identification information associated with a 
subscriber (Col 4 Lines 36-40; Col 10 Lines 8-12); receiving the message (Col 10 Lines 22-23); 
encoding the message for satellite transmission (Col 7 Lines 43-45); and transmitting the 
message for delivery to the satellite radio receiver (Col 5 Lines 60-62; Col 4 Lines 58-61) 
including uplinking the message to a satellite (Col 7 Lines 29-32). 

With respect to claims 8,9,16, Wiedeman teaches the method of claim 1, wherein the 
receiving the message includes retrieving a text message from a message server (Col 1 0 Lines 
21-23). 

5. Claims 1,8,9,10,15&20 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. 
Patent Publication 2003/0158656 Al to David. 

David teaches the method and means for delivering a stored message to a satellite radio 
receiver, the method and system comprising: means for receiving a request to retrieve (paragraph 
30) an electronic mail message from a message server (paragraph 36); receiving the message 
(paragraph 38); encoding the message for satellite transmission (paragraph 39); and transmitting 
the message for delivery to the satellite radio receiver by uplinking the message to a satellite 
(paragraph 39). 

6. Claims 1,8,9,12,13 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent Publication 2003/0028890 Al to Swart et al. (hereinafter Swart). 
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Swart teaches the method for delivering a stored message to a satellite radio receiver, the 
method comprising: receiving a request to retrieve (paragraph 60) a text message or voice 
message (paragraphs 56,92,1 12) from a message server; receiving the message (paragraph 60); 
encoding the message for satellite transmission including converting the message to a voice 
message (paragraphs 56,107,1 12); and transmitting the message for delivery to a satellite radio 
receiver (paragraphs 60,1 1 1,1 12). 

7. Claim 17 is rejected under 35 U.S.C. 102(b) as being anticipated by U.S. Patent 
Publication 2001/0037210 to Hirayama. 

Hirayama teaches a computer program stored on a computer readable medium (paragraph 
13), the computer program comprising instructions to: retrieve a message stored for a subscriber 
(paragraph 13); and encode the message for satellite transmission (paragraph 91). 

Claim Rejections - 35 USC §103 
6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 



Application/Control Number: 10/840,055 Page 5 

Art Unit: 2645 

Claims 6&7 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
Publication 2004/0120273 Al to Border et al. {hereinafter Border) in view of U.S. Patent 
Publication 2005/0236470 to Hirayma. 

Border teaches the method of claim 1 . Border fails to expressly disclose receiving 
identification information such as a password associated with a subscriber with the request. 

In the same field of endeavor, Hirayma teaches a similar method wherein receiving the 
request includes receiving a password associated with the subscriber (paragraph 55). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to include a password associated with the subscriber for security as taught by Hirayma 
(paragraph 55). 

Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
Publication 2003/0158656 Al to David in view of U.S. Patent Publication 2002/0103728 to 
Naghshineh et al. (hereinafter Naghshineh). 

David teaches the method of claim 9. David fails to expressly disclose retrieving the text 
message includes retrieving an electronic fax message. 

In the same field of endeavor, Naghshineh teaches a similar method of retrieving an 
electronic fax message (paragraphs 26,39). 

It would have been obvious to modify the method of David to include retrieving fax 
messages also for versatility. 

Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent No. 
U.S. Patent No. 6,272,339 to Wiedeman in view of U.S. Patent Publication 2003/0006910 to 
Dame. 
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Wiedeman teaches the method of claim 1 . Wiedeman fails to expressly disclose encoding 
the message for satellite transmission includes digitizing the message. 

In the same field of endeavor, Dame teaches similar method including digitizing the 
message (paragraph 5). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to encode the message for satellite transmission by digitizing for increased security 
during transmission. 

Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent No. 
6,272,339 to Wiedeman in view of U.S. Patent Publication 2003/0028890 Al to Swart et al. 
(hereinafter Swart). 

Wiedeman teaches the method of claim 1 , farther comprising receiving the message at 
the satellite radio receiver (Col 1 1 Lines 11-13); decoding the message (Col 1 1 Lines 1 1-13). 
Wiedeman fails to expressly disclose presenting the message in audio form. 

In the same field of endeavor, Swart teaches converting the message to an audio message 
and presenting the message in audio form (paragraph 56,107,1 12). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to present the message in audio form for compatibility as taught by Swart (paragraph 
112). 

Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent No. 
6,272,339 to Wiedeman in view of U.S. Patent Publication 2001/0037210 to Hirayama. 
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Wiedeman teaches retrieving a message stored for a subscriber (Col 10 Lines 21-23); and 
encoding the message for satellite transmission (Col 7 Lines 43-48). Wiedeman fails to expressly 
disclose the above method stored as a program on a computer readable medium. 

In the same field of endeavor, Hirayama teaches a similar method stored as a computer 
program on a computer readable medium (paragraph 13). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to store the method as a computer program on a computer readable medium so that it 
can be transported and implemented on a remote location. 

Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
Publication 2001/0037210 to Hirayama in view of U.S. Patent Publication 2003/0028890 Al to 
Swart et al. (hereinafter Swart). 

Hirayama teaches the method of claim 17. Hirayama fails to expressly disclose 
converting the message to an audio message. 

In the same field of endeavor, Swart teaches converting the message to an audio message 
(paragraphs 56,107,112). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to convert the message to an audio message for compatibility as taught by Swart 
(paragraph 107). 

Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
Publication 2001/0037210 to Hirayama in view of U.S. Patent Publication 2003/0006910 Al to 
Dame. 
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Hirayama teaches the computer program of claim 17. Hirayama fails to expressly 
disclose digitizing the message. 

In the same field of endeavor, Dame teaches a similar program including digitizing the 
message (paragraph 5). 

It would have been obvious to one of ordinary skill in the art at the time the invention , 
was made to digitize the message for increased security during transmission. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Emeka D. Iwuchukwu whose telephone number is (571) 272- 
5512. The examiner can normally be reached on M-F (9AM - 5.30PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang can be reached on (571) 272-7547. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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